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tN THE UNITED STA'I'ES G.OU'RT OF .Al'PBAI..S 
FOR THE sscol:,lp CIRCUIT 

Np. 97·74.S-O 

MA'l'1HBW BENDBR & GOMP!>-~, INC., 

Plaint.~ff-Appeilee , 

HY,PB'RLAW, !NC:., 

lDtervenor-Plaint-if ! ,. Appel.lee,, 

v . 

"WEST PUBLISP.~G CO. ; WEST VUBLJSHING CQR.l?ORATION 

Defendants -Appellants. 

ON APPSAL FROM THE i.JNI~ STATES DISTRICT COURT 
fOJl THE SOUl'RERill PIS'J'FICT OF $W YO!U< 

S'Rl'EF 7 0'R· AM1C0S 'CURIAE' Wll'ED ST~TaS OF AMERICA 
IN SUPPO.(<T OF APPELLEES 

The United Staces, ·Which f iled an amieus brief below , nas .a 

substantial ~nte.rest .in tns reso1uiion of tl'lis appeal . It has 

numerous responsibilities rel ated to the proper administr)1tton of 

the intellectual property lawe, as well as p:-imary respons-ibilit:y 

f .or enforcing the antitrust laws 1 ..mic:h establ ish a nati onal 

pol~cy f.woring economic competl-tion. Accordi.4gly, the l;lllited 

States has an interest in properly maintaining the •del1oate 

equ.ilibriUlll, .. computer Associates International, v . jUta2.. Inc. , 

982 F . 2d 693, 696 (2d Cir. 1992), Congress establ ititied t.hi:'0\19h 

the copyl'i ght l aw between protecting, :pri~te owneJ.Tship of 



expression as an i ncent.1ve fo r creat.iviry and "'nab1.1ng t. tle free 

use of basic building bl ,ocke for fuc.ure c:reac.'i.vity. See 

Dtentieth century Music corp. v. Jdke.n, 4.22 o. s. 1s1 , .156 U975 l , 

Moreover, the United Sc.at.es, toget .her with seven states,, filed 

~ .antitrust. eu'it cmtllenging t.he acquisition o f West Publis h ing 

Co. hy The Thomaon Corp . The consent decree sett'.Ling t hat suit 

reqyi:r:es, Thomson to license to otber l.aw· publishers the -right t o 

s 'tar paginate to West.'z1 Nat ional Reporter Syst.em . United St;a.t.es 

v. The Thomson Corp., No . 9 6.:l,41 5, 1997 WL 226233, at .. 1 ID . v .,c. 

March 7, 1.997 ), . 'Tbe b:d.efs of the Uni t ee St ates as amicus curiae 

.in chis mat t er and io Oasis PUblishino co .• lnc, v . west. 

Publish.ins co., No:. 96,288'"1 (8.t.fl Cir . argued March 1 0 , 199 7), 

·emphas b;e that the t .erms of the settlement do not. impl y that the 

101'.li ted St.ates be1ieve.s star paginat ion req, •.ires a license , ~ 

J'homson corp .• 1·997 Wt. 22-6233 , at ~1 .. 

S~EMBNT OF ISSUBS 

The United St.ates wil l address only c.lle following issue : 1 

Wiler.her scar pagination t.o a compilat i'on of reporced cases 1 

·without more, copies the arrangement of that compilation or 

ot herwise i nh,inges any c:opyrighr ili1;e r etst i n th<1-t 

ar:ca:iigement . 

S'l'ATBMEln' 01!' 'l'BE CASE 

1. West Publishing Company ("West'"l pllblishes the well- known 

Nat i onal ~e:porter system, which includes case reports of federal 

10ur amiaus· brief bel ow addressed only t his issue, West 
addresses it here , and "'e believe the issue i s dispositive. 

2 



and state courts 'in the Uni,ted States. In particula:r, it :is 't.:tie 

only eot:i. ty tea publish decisi ons of the United States Courts of 

Appeais and united States Distr ict Courts ! n comprehensive book 

form, ·· Matthew ,Bender 4 company Y-, West PllbJ ishing cc. 1 No . 94 

Civ. 0589, 1995 WL 702389, at •,- (.S , D.N . 'L Nov. 28 , 1995) , in the 

familiar Federal. .Re.Porter and Federal Sµpplement. s_eries <Uld other 

series . West a·lso "publishes the opinions of New York state 

couru; , " i<l. , in seve-i;-a.li series, of volumes. It. cl aims copyr::igh c 

.in all of t . .'1ese volumes. 

Matthew Bendet & Company (":Bende.r'l, another legal publ.isher, 

prepaYed a work in Compact Disk• Read Only Memory (CD-ROM) foilllat 

(the ·'New York product"\ which .includes. among other things,, the 

opinions of. this Court, tbe four United States dist.rietc courts 

within New 'tetr)!;, and val'io\ls New York ·state courts , FO-r opinio.ns 

,app,et1-rS.n9 l:loth in .its; N~w 'lor~ p;roci\lCt .ma We-st'f> vol µ111,:,s, 131/ln~er 

inserted into its text information indicating where the 

equivalent t.ext may be f ound i n West's volumes . Bender provides 

the number of t.l\e West volUn're and page where each such cas·e 

begins and inserts Wes.t page numbers in its cexc where page 

breaks occur in West's publication of these opinions . r:n other 

w-ords, Bernier star -paginated to l.:esic'.s volumes . Mat.thew 13ender & 

Company v, West Puhli111ling c,, " Nos. 94 clv. 0589, 95 Civ. 4496, 

l996 Wt, 223917, at • 3 & n . :! (S, D.N . Y. t,)ay 2, 19-96') . 

2 . Bender sued West for .a declaratory judgment that "West does 

not possess a federal statutory copyright i n the pagination in 

we_,;t 's federal reporters or West'cS New Yorl< reporters , r and t.hat 



"Bender does not and will not inrr..ng-e any copyrl.!,Pt of West's b) 

its c urrent and intended copying of the pagination from W~st's 

federal :-eporters -and west 's New Yerk r eporc.ers. " Secoud 

Suppleme·nt.al complaint: 9, J\Ppendix 497. HyperLaw, lnc . 

("HyperLaw" ) , .another publisher of j ,udicial decisions on CI>RO[,), 

subsequently inter;vened as -plai'nt.if'f', seeking a similar 

declaratory j·ud9ll\ent. 2 

West. contended in distr.ict: courc1 as it does here, that its 

$election and arrangement of d.ecis~ons .in .its published volumes 

was eQ-ti t.led to copyrigl)t protection acd that star paginating 

ano.ther compilation of decisioos on CD-ROM to a substantial 

port i on of a West volume copied the arra.ng·ement er£ that volume 

and therefore infringed West's copyright. 

On cross motions for summary judgll\ent, th.e dist;:ict Co9tt, 

af ter a nearing, granted summary judgment fo.r Bender .and pa.rt ia.l 

sUlllmal:)' judgment for aypert aw. 

stl'MMARY OP UGOMJmT 

As the S\lp,cert\e Courc emphasized in Feist 'Publications, Inc. V­

Rural Tel ephone service co,, 499 u.-.s. 340, 349 <~990) .. "the 

copyright in a factual compilation is thin.'' Facr.s, wbi.ch are 

not. the produce. of the compi'.!,e.r 's authorship, arie not protected 

by the compil at ion ,copy.right; n.or i s the effort involved i n 

collecting t.he ~acts • .u1y copyright interest is limited t~ tbe 

2Hypert,alol's compl.aint raised copyright issues going beyond 
star paginacion. Those issues at:e not before· the Court in this 
px·oceeding , but We assume t.hey wil l be befo re the Court. in No. 
97 · 77,80 , 

4 



compil er's ori·ginal :conti:-ibUtion - · the selection and i:i,rrangement 

or the facts. A competing work does no~ .infri.,.ge, even if the 

unprotected fact:s it contains are copted directly from the 

copyrighted work, so long as it "does not featuve the same 

selection and a.n:an.9ement . " ibid. 

No one bare suggests t.hat either Bender or lfyperLaw has 

a:n-anged, or will arrange-, tne case repor~s on i .. ts Cb-ROM in a 

manner substantially similar tei the arrangement of cas·es iP 

Wei:;i;·s volumes .. ~o:r ooes :anyone ·suggest that tlle the cai;es will 

be displayed to the user as West. has arranged them,, 1:ml ess the 

user takes delibei'ate action to produce such a display . 

Ai:?cordingly, .nei.ther Bender nor HyperLaw has copied West's 

arrangement . 

Wesc.'s argument that mere. :Star pagination to West 's volumes 

e.reat:es a copy of West's arrangement is incorrect. The statutory 

defir:ition of ·copies," cm which west prinic.ipally r·elies ., 

establishes no more t~an tnat if Bepder or HyperLaw b ad copied 

We,st's arrangement, the fact that the arrangement of a CD· ROM is 

invisible to the naked eye wou.ld be no defense to an infringeme..,t 

ciaim. The ouier foundat::i.on on which West1s argument: rests, ~ 

fcl,lbiishing co. v, Mead Data central, Ine., 799 f . 2d 1219 (8th 

Cir. l:1BE). , ,cert, deni;ed , 479 u.s. 1010 (!.987), does support 

Jest's argument, but ~ itself Ms been fatal ly undermined by 

Feist. ~ 's conclusion regarding copying rests on the ·sweat. of 

the btolol''' theory of compilation copyright , ·whicl! ftjst squ.a.i:·e1y 

rejected-

5 



West' s cheo~-y of compilation copyright implies that vi.nual ly 

.iny index, topical or ot.he·r table of contencs,. concordance. or 

ot)ler finciing .ai d tef~reocilig 9 compilation would copy the 

compi.Lation's arrangement, resulting in infringel!lent l\lhere tpa_t 

arwangement is proi::.ected by copyright 0n the cornpi lati.r:m. Sucb a 

result, unsupported by either case law or statucory language1 

woul d hinder the progress of scie.nce and art. and frustrate the 

purpose of copyrlghc . 

I. The Copyright OR A Cc,q,ilation I• Thill, Protecting 
Only 'l'bose CompoDenta Of The "orlt 'l'b&t Are Orlg,ina.l 
'ro The A»tbor AAd Only Agaiut Copyi:g Of ''l'boae 
Coapomints 

In Feist P\lblications , Inc_ ¥, Rur.aL Telepbooe sg.rrj.ce co, , 

4S9 U . .$. 340 l l99Q) , whion concerped copyipg frorn a telephone 

directory., the ·supreme Court beld that copyright: -prot:!!ction for 

factual compi lations extends only to the con1pile.r's original 

contributions, and not to the taots themeei ves, despite the 

etfort invoLve:i;J in ccmpi l ihg t:11ero. The Coll:rt recogni2.ed tite 

ceru;ion between the principle that facts are not prot ected by 

copyright and the principle that. compilat.i.oos of facts3 generally 

are protected. 152.., at 344·45.~ It also ~ecognized t he te:n.sion 

3A comp.ilat..ion is clefiped as "a Worlt formed by the 
collection a:nd ass.ernl;iling of preexisti.ng materials o r of data 
that are sel ected, aoorainated, or arranged in such a way t.llat 
t he resulting wo rk' as a whole constitutes an original worJ<: of 
auehorshi.p.• 17 U.S.C, 101. 

41'be Copyright Act provides that ' 1 t) he copyright in a 
compi lation . , . excends only t .o the mat eclal contri buted by t he 
author of such W'ork, as disti.n_gu.ished frbm the pt:'eexj.sting 

l continu ed . .. l 

6 



between tbe means of "a s s u r{ingJ authocs the right to their 

original expressi onr and : he end of "encourag (ing] others t o 

1;11,til,:i freely upon t h e idee.s and ioformation conveyed by a we.flt. -

.l!L.. a,t 34l! - SO. I t resol veo those te.ns i ons by emphasi·zing t.hat: 

"t:lle copyright i n a .factual compilation is thi n . " The fact:s 

the.msel vas are not protect ed because they are not the product of 

an a dt Of authorship. I.a.... at 34 9 . 5 

A:s .the cou-rt expl a i ned , ·.copyri ght protee t.ion may extend O!l,ly 

u,. those componenu of a work chat are original t o t he author, •· 

.i.d.. at 348. and originality encompasses bc,th independent creation 

and ~a modicum ol creati vi.ty. "' Id.,_ at 346 - l f the words 

expiressing fact.a- are ori gipal, they are pJ:"otected; anorher a\lt.hor 

111ay copy the tacts, but ' not the p r ecis.e -words . " l,g__,._ at 34,S-

But if "the facts speak for themaelves. • protectib-le e,xpressioo 

exi.sts , if a t. all 1 onl y i n "t_he manner in which ~Ile comp.il er has 

selected and arranged the fac t s, • and then only the original 

ee.iecti oo arid arrangement are protected . ~ a t 34l,J. Because 

such a copyright 'is thin, ,copying from the copyri g.ht.ed work is 

not- infr.ingement "so long as the competin~ work does noc f.eature 

the same selection and arrangement:. . ... lh}.d .. 

'\ .•. continued') 
material employed i n the work, and does not imply any ~clusi.ve 
right i n the preexisting material. The copy.right in such work i s 
independent: of ., and doe-.s not affect or enlarge the scope, 
durati·on , ownership, or eubi:!-:Lstence of, any copyr.ight protection 
in the pree.xi;sting material ." 17 11 -S. C. 103 fb) . 

' Judicial 
of authorship . 
opinions. 

opi rr.ions ,a :r-e not the product of t . c compile.r's -a ct 
Feist. ful ly applies to compilatic ns of j udicial 

'7 



This- holding has economi~ bite even if tJi,e -..n:angement o:f ;;, 

pertioul ar compilatiGn ls- suf~icientl.y origina.l to support 

copy.r-ight p-roceocion. The va.lue ot a factual -compH .. ati.on may lie 

less in the eompilar's selection anc arrangement a! the !act.s 

than in the induscriousness re.quired to compile them, and .the 

thinness of tile :copyright 111ay pe:rm.it others t,.o appropriate· that 

value. The Court acknowledged that, at. f i:t11t blush. 1:1uc:b 

appropriation "may e:eem unfair, • i_t,i9,. , but it explained chac in 

r:-ealicy "(tl his :result; is neit.her unfair nor unfertunate , It i s 

the means by .,hich oopyr.ight advances the progrei;s ,:,f science aild 

art . · ~ at 350. 6 

Feisc -r-epuctiated a body of c ase law that had relied on the so· 

called •sweat- of--t.he~b row'' theory to pr ovide \n::oad copyright 

protection for factual c-omp.ilation:s, thus protecting t:he fruits 

6Copyright is not tile only· conceivable legal regime for 
pro-tecting the fruics of iw:lust.rious collection. The World 
Intellectual Property Organization r·ecently conaidered an 
international treaty that would provide to the "maker" of cert.ain 
databases t.he e~clusive rigllt ,to ext1;act all or a substantial 
pan of t.be _contents 1 without: regard to copyrightabiiity. _au 
World Intellectual. Property Organization, Preparatory Committee 
of the Proposed Diplomatic C.Onfere:nce (December 1996) on Certain 
Copyright and Nei9I1b9i:ing Rights Questions, t>ropO$al of the 
United States of Americii on Sui Generis Protect.i,on or. Databases , 
~ JPM/7 !May 20 , 1996) <discussion proposal >. Le.gislation 
·prpviding such prote.cti.:>n was introduced an Con.gress . Sll H.R, 
3531, 104th Cong. (1996). The supreme ~ourt. long ago held that 
the COIJ'lm.on law of unfair co111Petition or misappropriation 
pr-otected uncopyrigh.ted news report.a,, Internatiooel News Service 
y. Assgq.iared Press, 248 u.s. 215, 239 - AG (19!8}, although t.he· 
preern_ption provision of t.he Copyright Act, 17 D, S . C. 301, li.li\it.s 
such prote.c·tion to so!l)e inst..uicee of a direct aQl'llpet.ii;:or"s 
systetna.tic appropriation of "hot· news. National Basketball 
Assoc .. v. Motorola , J;ne . , 10s F- . 3d 841, 84$, 852-53 12d cir. 
1997). Trade secret. law may also provide some procection in 
appropriate ctrc-umstances. ~ Kewanee Oii Co , v, Bicron corp. , 
416 d .s. 470 11174 \ , 
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o t. mere inqu.st~ious collect.ion . 'l'be Court specif ically . ej e c ted 

Leon v. Paci tic Telephone & Telegraph co. , .91- F .2d 484 (9 t n cir . 

1937') , and J eweler 's c i rcula r Pu.bl .i s b ina co_ ". Keystone 

Publishing Co,, 201 F . 83 tid Cj,r. l . cert. denied , 25S u..~. 581 

'(l:922), because these cases •extended copyri g ht. pro tection in a 

compi l ation beyond seiection and arra:ngemenc - - th~- cornpil e:r-' s 

origlnai concr ioutions - - t o t..he facts themsel ves. ·· 499 u .s. at 

352 · ?3 . (The Co u rt: recogn.j,:Zed .t)}at tlii ·s Court had since "ful ly 

repu.di ated t he reasoning of" Jewe.ler's Circular . 499 U. S. a t 360 , 

cit ing financial lnformation, Inc. v . Moody's Investors service, 
~ . 00s· F.2 d 2 04, 2 0 1 t2d cir . 1986 ) , cert .• depie¢, 4 84 u .. s. 

92a (1'9 87) .; F,i.nanc;i:al Information. Inc,, "· Moody's 1nvescors 

si:!'.)tice . ;too. , 1si f' . 2d so1, s10 (1d Ci;r . 1984 ) (~ell/lniUl, J . , 

m !lcun:ing/ ; and Hoeh1ing v. Uni-versal City studios, Inc., 618 

F . Zd 972, 979 l2d cir .~, cert.. denie'1 , 4 <\S u.s . 84 1 (19&0J.) The 

Court added that "( e l ven t h o.se scholars w.be beli eve that 

\industrious col lec tion' sllould l:5e renrded seem t o recognize that 

this i .15 i:leyond t he s c ope of eX'isti ng copyri~ht law . See [Robert 

t , J Den i col.a [, C'Qpyright in Collections of ;;;ac:u:s: A Theory f or 

the Protection of ®oi-ict:i m:i Literary works. 81 Colum. L. Rev , 

S16 t l 5 15 , . . S20-521 , 52 5 111981) ) .• 499 U. S. ~t J60 -6i . 1. 

1The court t:hen went on to hold t-hat i:he alphabeci.cal 
arrcu19ement of a tel ephone boo~ lacked the "quantum of 
creativity" necessary f o r copyright protection. 499 U.S. at 363-
S·4 . we asswnE, for puqioses of thi s, brief, ,t hat West's 
auange?rie·nt o! cases does exhibi t t hat nec~ssa,cy -q:tJan1;.urn ot 
creativity. 



:II, 8ecauae Neither Bender Nor ll)(perLa- liaa Arranged 
OpWcma 1n A Manner Tbat 'S\1betaJ:1tially aeeellll:ilea 
West's Arrang-ent , NeJ.thsr Bas Copied West's 
Arrangea1e.it 

~est 'has not s uggested that eit.l'ier Bender or ByperLa~ bas 

produced or plans t:o pro;iuce c:n-ROMs that in any ordinary sense 

"feat:1Jre the same . , • arrangement,'' Feist , 499 U. s. a t 3-4!1. · o f 

opini-ons as found i n Wes t's volumes. 

Courts routineJ:y analyze whether an arraingement. proceeted by 

copr-:,ight; has been imperinisi;iibl,y copied by c omparing c:.he ordering 

o f material i p .the accused wor)t. wi~ the ordering of material in 

the a l legedl)' infringed compilati,on. ~. e.g., Lipe.on y Nac.ure 

C!1.,., 71 F. 3d !16!1, 4'70, 472 ( 2d Cir 1..995 ) (plaintiff's 

arrangement o f terme of venery protectibl e; defendant 's 

.a.riapgemenc of 72 ·ot these terms i 's · so stri)cingly siJltilar c1s to 

preclude an infer ence of ipdependent. creation" when 20 of first 

25 terms are duplicated and lii;iced i n same order,. and i ·n ! our 

other pl aces four e r more terms .appear in the same orderl1 8 

S.chi,ll e,;c ·Ii: schmitlt,. Inc. v. Nordi,sco Corp,, 9 69 F.2d 410, 414 

\7th Cir . 1992 ) <office supply catalog not .infring1:;d as 

compil a tion when it was noc contended that defendant cop,ied •cne 

order of products or other typical features of a compi lation") ; 

Key Puhl ications v . Chinatown Today· Publishing Enterprises, Inc , . 

945 F.2d 509 , 515 (2d Cir . 1991) (no infringement of protect.ible 

61,;est's di scussion of Lipton, &ti~f t or Defendants · Appellants 
('Br.'·) 18 , mistakenly s uggests that t~ .infrin9ir1g articles 
merely comrnunic:,ated the ar r angement of Liptoo's book , I n fact,. 
the infringer arranged the content of thdse articles , the teT111s 
of venery , as Lipton a '!7ra~ged the same items in his book . 

10 



arrangement o·f categories i n business direct ory where !~cia1 

examinatio·n reveal s great dissi milari ty between arrangement: 1n 

copyrighted diree tQl':Y apd ii1 allegedly ilifri.rtging direc tory} ; 

worth v. Selcbow & Righter co., 827 F.2d 569, 573 (9th Cir. 1987 ) 

(alphabetical arrangement of factual entr~~ s in trivia 

encyclopedia not copied when trivi a game organizes fact11al. 

eott:ies by subj ect matter and oy random arrangement on game 

card ) , cert .. denied , 485 Q. S . 917 (1988). Substantial 

similarity, short o f exact identity of arrangement, ·sufttces for 

infri ng;emenc , United Telephone Co1 of Mo. Y, JS¥1fl§QD Publishing 
~. 855 F . 2d 604' , 60 8 (8th Cir. 1988), so a compilation 

copyright is t llin bU.t not anor;exic, Key Publicat.ions, 945 P.21;\ ~i; 

514. 

The chan9e from paper to CD-ROM does not preclude such a 

coll\parison . Wes.t's arrangement of this Court's opinions i n , for 

example, Volume 44 of the Federal .Report.er, Thi.lid Se.ries,. i s 

readily desc-n,l:)e.o. Toe· fii:::st of those opini ons, by Judge 

Cabranes ·in Sctmltz v. Williams, begins on page so (following two 

pages of capt ion and o f mat:erial provided by West.\ ., and the text 

continues, presumably in preci~ely trhe sequence Judge Cabranes 

oreal:i!d, ta ,about the middle of page &1. ~t that point we find 

the caption and the begi~ning of West-prov-ided material related 

to ccc lotormation services. lnc. v. MacLean Bunt.er Market 

"Reports. lnc, Judge Leval 's opini on in that c~se beg,i.ns on page 

63 and eontinues, presumably i n precisely the sequence Judge 

Leval created, through roughly the middle of page 7·4. And s o the 

11 



descrip tion of West'.s an:angement couid continue , through to t he 

end of the per curiam opinion in CBS, ~pc. v. Liedermah , arouna 

the n-,iddle qf page 174. West could have arranged U!ose opinions 

differently, a no we d o not here question w1at wesLs copyright on 

the volume protecc.s that arrangement . 

lt is possible ·>:o copy that compilation o.f opi,pioliS, ,arranging 

them in a ·substantially similar manner, in an eleot ,conic . rat. tier 

than a paper and ink , medium. Imagine a very large WordPerfect 

v ersion 5 .1 document file into which someone has typed Judge 

Cabranes's o~i ni-on J ,1 Schulcz, followed by Ju.dge Leval' s opinion 

in m, .,ind continuing in like manner all. the way ttehrough che per 

curiam opinion in ~s. the f i le the.n stored on a tO.-ROM, or some 

other storage 1neoium. 9 Leaving aside other elements of 

i n fri ngement that wouI·d ha,ve to be prove d., :a.no igno:i;ing defense9 

such -.i,s fa ir use, that copy migbt well infringe West 's · copyright 

But West has not alleged that Bender s or Hyp.erLaw's exis ting 

or -p l anned products i.nciude anything remot ely similar t a t his 

hypothetical huge word processing do-cUn\ent file . ~or ha$ i t 

a,l le.ged t!'lat: the product i s designed o;i; functi-ons so as to 

displ ay the opinions t.o the reader in the wesc sequence unless 

the reader takes deliberate act.ion to -cause s.uch a displ~y. The 

absence of such allegations shou l d l:ie di·spositive _ I f two 

9wnether the material is stored s o t ha t the pnysi cal 
representatjons of the t.yped -characters are literally iJl t he 
order ·t ·hey were typed depends on the teclinology of storing a 
sequential fil e on that storage medium and on such thi n9s -as t he 
operating system used . But. c o ~ptually a WordPer£ect 5 . 1 fil e 
stores text in eegue.nce , a s any user o f \forciPerfect 5 _1 can 
readily confiz:m, 
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compi.1;,tions of t 'be !!lame ma;terial are not arranged, 111 a 

sufficieotly simil.ar manner, n!a'ither can be said t o copy th,e 

ai:rangeroent. <>f tbe otne:c-, and therefore no c'Jca'i:m of direcr 

infringement tan be based on tbe a.ompile,r's copyi ng of 

arrangement. The use·r·s action in reordering the· cH.splay of 

opinions is n o substitl.tte for the CO!!\Pil e('s acti·op in crea,ting 

the comp.i l;ations . 

ZLl. Tb• Statutory Det:1.tllUon Of '"Cop!••· Pra~id•• No 
Support. Por Wast'• 'l'beory oi Copying ay Star 
Pa91i11attoD 

West contends , a:r , 20-25 , that the Copyright Act's. def ini ti,oo 

of "copies, • 17 o.s .c. 101,. jus.tifies t reating star-paginat!!d 

compilations as copies o f it-s. arrangement of opinions., even .if 

the opinions on tbe c:D · ROM are arrang·ed different l y , because tbe 

us.er , by virtue o f sta.r-paginatj,:Qn, could recreate West 's 

ai::rapgement The statute provides 1em:ptiasis added) ; 

·copies" !!,re mat.e.rial obj,ects, ot.her than phonorecords , ,in 
which a work. is. fixed by any method now- known or later 
devel oped , aod from which the work c1n be pereeived, 
reproduaed. or otherwise communicated, either directly o r 
with t~e a id of a machine or device . The term "copies" 
includes the roaterial ol:>ject , other than a phonorecol"1i-, in 
Whi c h t ne work is first fixed , 

This· definitio,n does not. support West's a1·gumenc. On it.s 

tace, it deals with J;.he fixation of t.be copyrighted "1o't'k in a 

mat l!1:aal ol:ijec't, not. t.he fixation o f a different work from wb>icb 

the copyrigllte<;'I w¢rk may be constructed , West begs the question 

whether the CD· ROMs are fixations of lfest"s work . If what i s 

fixed in the CD·ROM is not West.'s work , t.he CD - ROM il.s not a copy 

of West's work, and subsequent perception does not. ma ke it O·lle. 
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Jt!IJ_nii.1.n:9 W1tb •and f rom w!u cn'" was i n tenael'l 

to es tablish tha t r rxat ions t he u.naid,ed eye ca:cmot perce i ve ,a re 

nQ l ess - - but no more - - copie:? o f a work t han are fixations t he 

eye ean pe.1:ceive. 10 The clause d,oes not transform one 

arrangement: Jnt,o another merel y 1:;,e,ca use programmed c omput er:s .ca n 

sort dat a . We do not conteno that t.he arra~gement of data op a 

CD- ROM must be t1erceivatile by the naked eye in order to be an 

infringing copy of West's print~d arrangement , We do , however, 

contend r.hat the, tis·e :t"s di screti onary ability , a i ded by a 

suitable c omputer pro gram, ~o reo rder che cases , there.by 

producing e,lsewhere11 a copy of West's arrangment of opini ons , 

do es not mean that t-here is such a copy on the CD - ROM, 

10The cl,ause serves · c:o avoid Lhe artrifi cial and lairgely 
unj,~stified dJsti ncvions I derived fro01 cases such as Wl)it:'e -Smitb 
Publ,ishing co. v. 1\pgllo Qo,, 209 u . s , 1 / 19os) ," s , Rep. N'o . 
34- 473, at: 51 (1975 ) ; H.R. Rep . No_ 94-1476, a t 52 !1976 ) , 
repriru,:ed iP 1976 u . s . c.c.p..N . 565!'!, 5665,, quoted in William11 
Blectr¢nie1,. Inc. v, Arctic Intern .. Inc,. 685 P. 2d 010, a11 n.a 
(3d Cir . 1982 ) . "Whike-Smit-h he1d that a piano r ol l verai9n of 
copyrighted sheet music did not infringe because the perforation s 
in the piano roll were not. a form of notation. inteiligibl e to t.be 
ordinary human eye and thus did not. copy the sheet. musia, 209 
U. S. at: 17-1.8, even though the· position and size of t-he 
perfoi:atlons co:n;espopd to the order of the notes in t.lle 
copyright~d comp9s~tion. lsL. at 10 . Tile Coµrt rej ected the 
conteht::ion that; copyrlght protec;ticm of the day •cover[ed) al l 
means of expression· of th1: orde,r of n.o t e.e which produc e the ~i r 
or melody which the compose,r has invented. ~ .lil.;_ at 11 . If that 
were still th.e law I a tl.) -)tOM c0:uld not possibly inf:d.nge the 
copyright en a printed booK, even if the CD•ROM contai ned 
digitized images of every page- in c:he .book, arranged in the same 
sequence as io t.he boo~, or t~e nypotnetic~l WordPetfec t fJle 
discussed abOVl:', 

11No one suggests ,:hat. t.he user of a BE!1]der or Sypertaw -CD· 
RO~ can reorder the information on the CD - ROM .i tse1 f - ''RO" ,, 
at'te,r all , st.ands for · read only .· 
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Tb~ digital , electroni c characte.r of a comp1J.atlon on CD-ROM 

can make i t. easy to. res.ort data, and thl s ease explaips wtiy cases· 

pr~senting the iesue here al.'e l i kely to .irise. Bot eas.ier 

sort ing doi:,is not s i gnificantlly affect the princ!pl-es of 

copyright - Printed pages can also be reordered, with the ne lp of 

a scissors if nece13Sary . In so far aa i s releva.11t here. the l.a'W 

conce:..-ning paper and the law, concerning CD·RO~ is the same . 

In considering paper , West has used the wr·ong analoSY , West. 

argues (Br. 29} that 

both 'Bender's and ffyperLaw's CD · ROMs are ~alogous to a 11.llge 
prin~ edition that offers, in Section I ~ all cases collected 
by the publ i.eher in chronological o rder- and, in Section II , 
West 's volume-1:>y-voluroe selection and arrangement of the 
cases. A reader'.s dec ision to turn t:o .Section l! would not 
make hl!!l the infringer _ 

l'fest.' s bypothetical Sect.ion Ir, of course, would be infringing, 

because i n itself i t i s a comp,il.a t.ion arranged exactly like 

west's, pre~isely "'1\at is miss ing from the CD-ROMs a t issue here . 

l'he far more precise analogy is an edition of opinions .in 

cn:o:onological Qrder, each beginnin.g on a right- hand page, star­

paginat.ea to West's volumes - - that is , Section I of West's 

hypochet:ical 1>:.-int edition 1 with Star pagination bi.it no Sect i on 

II. If West's theory we.l:".e correct., stax paginati,on .in rrint 

would infringe, anc1 west. offers no viable support for .t:lie clainl 

t .ha t -it does • 12 

llrn Callatµm v._ Myers, 12a u..s. 617, 660-6:l \1888 ) , the 
i.nfricging volumes of case reports substantially duplicated the­
paging of tbe infringed voli.1Jlles, in the manner of West's 
hypot.hetical SectiQn II. Tne Callahan Cot.Jrt., followi.n!;J. the lower 
court , did not treat duplication of the paging a.a an independ.ent 

( i;:ontinued ... \ 
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:rv. West' s Ax'.gwaent Tbat !Ite Arr&Jlg'-~t Of Opinione Bas-
8ee11 Copied- Bec~u•• A Ueer Witl:I The Ald Of A Comput.er 
Program Can Rea-re~t~ That Arrllngament Reete On The 
1>1eared.ited s-•t Of '1'bt1 8TOW Tl:leory 

J,p eesence 1 West argues that. it does not ma,tter how the 

Qpir:'ions are act ually arr<?.;iged Qn aeadei's Qr li_yperLa'-f S. CD-B,OMs , 

or ~n the files stored on thtrse CD •ROMs. However the texts have 

been ordered , reordered, s'huffied,, :reshuitled1 or acra!llbl eo , We$C 

say:s that Bender- and aypez,Law are direct infringe.rs because Ebe 

u ser ot t he Bender or ifyperLaw pr-ocluci:-. coul d ,;ise the star 

pagi nati on to create a compilation ot opinions ar-ranged as in 

West's volumes. e.t to ·ski.P ft.om opinion .to opinion in the B.ender 

12 ( • •• c:o.n t inued) 
basis f or finding infringt!tnent:. a-pparl!nt.1y on t he gr 15und t hat 
arranging and paginating the cases invol..,·ed inconsiderable labo:­
aod was not worthy of: protect.ion in and of itself . 126 U.S . at. 
66:i . This court .has also a ddreaeed .star -paginated l.aw books . 
~ Bank§ Law Publishing co .. v. Lawyer's ,co-operative Publishing 
~ -. 1~9 F. 386 (2d Cir . 1909·1 ( impl ying s·a;ne ordering of -cases 
b tJt different p11,9~tion; star pagination used 1n all egedly 
infringing wor~; .held, no infringement ) , appeal dismi-s.sed, 22) 
U. S . 738 !1911) . The Eighth Circuit has read l,lanks as turning on 
the official status ot the reporter whose works were copied. 
West Publ.ishina co. v, Meaa Data central, rnc u 799 F . 2d 121~ 1 
.12.2.s /8th Ci ,:e. 1986), cert, denieg, 47.9 u.s. 1010 (1987) . 'That 
.reading has been strongly criticiz.ed . ~ -~at 1245-47 
(Oliver, J., concurring in p~t. .and dissenting in part); L . . Ray 
P<>tterson & cralg Joyce , Monopoliz.inq the Law; The Scope of 
Copyright.. Protectian for Law Reporr,s and statutory compi1ationei. 
36 UCLA L. Rev. 719, 740 - 49 ~i989) . Moreov:er ~ a post.- ·Banks oase 
1n this Court, a lthough not directly on point , casts dOubt on t he 
Eighth Circuit's read.ing , Eggers y. Sun Sales corp_, 263 F , 373 1 
.375 ( 2d Cir. 1920 ) (copying tram plainti~f's publi·cation o f 
unc:opyrigntable official report si.lggested by j.dent:ity Q f 
paginatj6Q in defendant's pul>l!·c~tion, 'but legally tha,t i .s n o t. Of 
·suft;ici~nt importance t o constitute infri ngement of c opyri ght ," 
citing sanJtsJ , 
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or :.lyperLaw product, re.ading or viewing the opinions .in tti-e same 

order as t:hey are found in the W'est volumes. 13 

We recognize, 01 course ,, that Wes; Publishing Co. v . Mead .D.aca 

.central. lpc; .• 799 F.2d 1219 (8th Ci-r. 1986), aff'g 6 16' F. Silp_p. 

1571 (D. ~inn , 1985) . cer t. depjed, 479 u.s. 1070 (1~87). 

supports West 's theory . In ~. a divided panel,. ruling c,n a 

preliminary injunction, concluded t hat. sr;ar paginat.ion to West's 

volumes impermi-ssillly copied West's arrangement .9t cas.es, even 

tl:).ougb the allegedly infr4:Lg'ing work atld West's w~re not 

,s-ilnilar1y arranged. The E.i.ghelL Cil'cuic is currently deciding 

whether- it still v·1ews ~ as 9000. law. oas,is PUblishing Co., 

lnc. v. West. Publ.ishi,ng co_, No. 96-:2887 (8th Cir. argued March 

1 0, 1997) . 11o In ou.r amicus brief in Oasis, we argued at length 

that ~ ·s analysis of t.he coPying question rests on t he 

dl!seredicen "sweat ot the brow· theory ot .compiiation copyright 

pn,tect.ion and cannot be recone-i}eo. "'itb c.he ·si.lbsequent .Supreme 

Court. de!tlsion in Feist . t:s We summarize that: argument her e. 

Uwe do not address whether the user of Bender's or Hyp~J.La•,l's 
product actually coµld do .those things . 

14Sust before filing chis bri-ef , we learned t hat t..he Eighth 
Circuit had on July 23, 1991, docketed a joint motion ot the 
oasis parties to dismiss the appeai. We assume this motion wilt 
prevent the court from deciding t.he case. 

15wes t argues, B:i:- , 30, that ~ ·did not "accord lJ copyright 
'protection uµder the 'sweat · of the brow• doctrine . " For purposes 
of this brief, we concede ,that i:,he Eighth Circuit found West's 
arrangement to be suf'ficiently creative to 111arit copyright 
protection and we do not bere challenge that finding. our 
argument. is that ~ ·s conclusion that the· arrangement was 
copied rests on the oiscredited doctrine. 



West -alleged in ~ that ''the LEXIS Star .Paginat.ion Featu re 

i s an appropriation Of West's compr'ehen;Hve a=apg,emenc of case. 

reports in viol ati on o f the Copyright Act o f 1976 . ' 799 F . 2d a t 

l 2 22 , The district court recognized that the arrangement of 

cases in t he L.exis de cabase differed s1gn1ficantly fr.om the West. 

arrangement:, 616 F supp. at 1579 · eo., eut. hel d t!lat "for 

i.nfringemen;; purp;:,ses , (Meadl need not physically arrange it'$ 

(~] opinions witnin ite; computer bank :in otder t o reproduce 

west's rrotecced arr aoge1nenc.s. " r d. a t: 1580 . Instead , t.he court 

concluded ''t:hat IMe !..dl .J.1,1;. ~eproduce West's copyri ghted 

arrangement by s ystem2~1 oally inserting the pagination of Wesc's 

reporcer s into tl:le !.EX::.S d::;~a.oase . LEXIS users will have ful l 

computer access t o We ;,,1 's '"OP"J T"ighte.d arrangement .• 616 F . Supp 

at 1580. To support t bit? 'l'c1·d1ng,, the district cour t r elied on 

Rand Mc.Nally i. co. v . Fleet Management syscems, 1nc. , &oo ~. 

Supp. Sl33 , 941 (N. D. I ll. 1984 ) , in Which the C'OUTI: held that 

compilati on copyrl.ght rests not on .the author's oi:iginalit.y in 

arranging the data bu t instead. .orl "p ~ote.c t.ion ot the- c;ompiler's 

efforts i n collecting the data. •16 

'"The Band McNaily court i n t urn r el ied on Profet1sor 
Oenic·ola : "'The creativi,ty o r effort that engages t.he machinery of 
copyright, the effdr-tc t:J:iat elicits jUcticial ·conceil:'Il with lllijtist 
enrichment and disincentive , lies not in the arranging, l:!!lt in 
the compil i ng . . • • The arrangement, formulation , . , is 
dangerously limited, At face value t-he. ,rationale indicates that 
the entire eubstance of a compilation can he pirat ed as lo.no as 
the arranaemenk of data is -not ·substant.ial}v- copied ."rn 60.o. F. 
Supp. at 941 (emphasis added) (quoting Robert c. Denicola , 
copyriq:ht in Collections of, Facts : .A Theory for i:he Pz-otect-ipn. pt 
Nonfi cti on Literary wor:ks , 01 Coltlll\ . L. Rev. 516 , 52S \1981) i , 
·~ page 9 supr:a. 



The Eighth Circuit af'f.ioned without que5tioning the district 

court's r e cogniti on that tt1e Lexi.e arrangement of cases differed 

sign_i fi ca11t ly from West's . l t asserted thii, t Mead's proposed star 

pagination w1;1uld infringe West 's c·opyright in the arrangement 

because, i n colllt;>ination with another feature of Lexis , it woul d 

permit Lexi5 users "tb view the arrangement o f cases in eve·ry 

vo'l\111\e of West's National Reporter Sy stem, " 799 P, 2d at 122.7, bvt 

it emphasized that it would have found infringement even if that 

bad not be.en the case. It is e·nQU9h 1 the Cour.t expl ained , c,.l,p.t 

star pagina t1on communicates t o users "the l ocation in West's 

an::angement of specific portions o f text," s o that "consumers 

wouLci no longer nee\:! t o purchase West's reporters to get iwery 

aspect of West's arrangement . Since knowiedge bf the location of. 

opi ni ons and parts of ~pinions within West'.s a r range[!lent is a 

large Pi!.'.r~ of tile i;-~~f!ori 9rl~ woul,d pµ;r¢h.s:,r: ~~:;it':i voiUl'l\es., t\lt? 

LEXlS star paginacion feature would adversely .affect West's 

marltet position " ~ a t. 1 ~28. 

The Ei ght.h Circuit did not explain why communicating location 

tcbat i ·s, de_scribiQg West's ,arrangement , - is the same thing aa 

qopying West's a~angement:. lnstead1 it ccnceroed i tself only 

wleb the economic consequence of the colllll\\lnica tion: t he vice ot 

unaut horized sta~ pagination is that it permits unfair 

appropri atiQn of the fruits of ipdu·strious collection. lndeed , 

in s o ruling it relied on i ts own s.weat~<>f -cbe-brow decision i.n 

Hutchinson Telgphone co. v. F.ron.t;eer oireciorv co_, 110 r.2a 1.2a 
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(8th Cit. 1985}, 7g9 F.~Q at 122 8 , WhiC~ in turn ~elied on Lgon 

and Jeweler's Circular . 770 F. 2d at ~30 · 31 . 

Feist, however, expressly rej ects l&sm and Jewele.r·s Cii·curn, 

~ page 9 supra , and make6' tlea.r that this appropriatioo is oot 

the proper test of infti ii9emen.t. s« page s supra . I·mpact on 

West's market position would pircperly be considered in addt'ess-i rtg 

a fai r use defense. iU 17 u.s .. c. i07(4 ) (f air use analysis to 

cansider .. the effe·tl t of the use upon t ile potential market for or 

~Iv~ Of the copyrigbted work''} , when protected arrangeirent i'las 

been copied. But under fgist -it plays no role in dete%l1)i.r.ing 

)!heth:e,t protected arrangement hae been oopied . 17 

V. Weat'a 'l'beory Would '1'ra1U1fora tnde~e• And Other 
7ind1ng Aida Into Infringing Cop1aa Of The Work 
Indexed And Otherwi•• llJctend Protection Beyond What 
Pti•t;. AU~-

As the~ panel observed, star pagination communicates to 

uae1·s "the l ocation in West' s arrangement of specific portions of 

r:-ext . • 799. P . 2d at 1228 . A c:omp1lat ion copyri ght:, however, 

p~otec:ts original componeJtts of the ,;,otnpilation against. ·copying, 

but not against descriptiQll. Virtually JUlY index, topical or 

other table of <::on tents I concor:danc:e, or: other t inding aid wo\.l.ld 

comnunicate l.nformation a.bout West's a~rangement . But tha~ 

17The Eighth Circuit's infringement analysis quoted t he 
senate Report on the Copyright A(:t of 1976, as quoted in Harper~ 
Ro1'1 i>ublishers, Inc , v , Nation lnterpriags , i 7l. u.s . 5391 568 
(1985): M' !Al use that supplants any part ot the normal market for 

a copyrighted work would or,dinarily be considered an 
i1l!ringeme:nt . ·• 799 l' , 2d at 1-228. Harpe; i R.ow , however, 
i.ivolved undenied ver):)atim copying of p I'oi.,ected express-ion, 4 71 
U.S. at 548·4"9; the i s sue was ta..ir use. 

20 



CJ;lnnot 11\ean that al.1 sui:b finding aids would ~ west 's 

arrangemeot , ev en thou3h t:hey may describe i't . 

'Few cases address infringement. by i:odcexing, bu,t the meag-er 

case law suggests 'indexing does not cepy tthe arrangement o! the 

indexed wot;](,. 1n New Ybrk Times Co. V . Rrud;µry Data Interface, 

lru;.,., 43-4 F. 'Supp. 217 (O.N. J. 1977) , the disttict court deo.ied a 

preliminary i:njunction against publication of a persona~ name 

index te the N'e·w York Times Index (whi c.h in turn index!:$ the New 

York Times ! . Although the court determined t he likelihood of 

success in light of fair use tactors. it also noted t.hat the 

"personal name index differs subst anti.uly from the Times Ind~. 

:i:n form. arrangement, and iunction, • .i.Q.... at: 226 (e111Phas::.s added), 

even though. it communicac:ed t:he lecations in the 'times Index. at 

Wliich particular personal names couid be found. The court 

copyrighted worlc cannot be indexed without permissioi:i of the 

boiders of t.be copyright to the ·orlginai wi>rk., " ~ at: 224-25. 

see also Kip·ling v, G.P, Put,namls sons, 120 F . 6J1, 63S (2d cir . 

1903 ) f~efendalits ·w~re at l iberty to make and publi$l, ao index" 

of copyrighted ma~erial). 

West suggests that the combinatfon cf the detailed 

information prov.ided by star pagination with the text of the case 

reports renders tbe CD·RQM's in question copies of the West 

arrangement. Br . a·t 29 p. . 1·9. 18 'J f course, a star· p{lginat.ed CD· 

1ewest reads Ro,wurv bata Inter t ace to support s u ch a 
contention , noting tbat. "tbe court held that although a.n index 

{cont inued.,,) 
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ROM coJ.lec.tioo of case :reports might have a more s ·ubs t antial 

economic J mpact. on West than other types of f inding a :i.ds , beeause 

users. Jlli9bt substitute i t f or ~est's procfuct. Under Peis·t , 

ho~ever, the economic impact on the demand for West's compi lation 

cannot subst..i.tute for t:he copying of West·~ arrangement as the 

basis for a -fi·nding of i nfrin.gem.ent. Nor can 't:.he possibility 

t hat a third party might u.se the s tar pagination informa,ti on to 

copy West's a:rrangement ;=reat:e direct: infringement.,~ Nei.ther 

the. s t ar pagination itself r,oX" the colrlbination of star pagirrati.on 

with a compilation of unpr-otec t ed case repor ts. art:anged in a 

diffe:tent IJ\an."l~:r tb.ui Weat '$ ·reports. creates a copy o f West' s 

arrangement. 

18 ( . • • cont.inue<;i"l 
alone was liX@ly to be rion·infr;ingiog, tpe copyright holder 
probably would helve ';; strong claim to infringement' if 
oorreJated,. indexed data were incl uded in the product:. · Br . a s. 
29 n.19, . But the court noted that t.he correlation data, t he 
numbers identifying the locacion 111b-ere_ p.an:iculaT . names appeared 
in ch~ New York Times rather than in the Times Index, 
''constitute (J t.h~ substanee of plaintiffs' copyrigbts. " 434 F .. 
Supp. at 220. And in saying that t.he copyin.9 of these· facts, ~ 
at 221, might supp.Ott a claim of infringement , the cOurt C.ited 
the now· diseredit;ed ~ - 14.,_ .at 220 . Both \fest and the Roxbury 
court would imperm,issibly protect ind·lstr ious collecti on. 

19Altbough users' actions may l ead to vicarious l iability f or 
infringement or U.ability for contributory infringement under 
certain circurnst.ances, ne~ther c:an be found if the party a l leged 
to be liable lacks th.e right to control. t.he conduct of the 
individual wlio actually perfonns the infringement, Sony Corp;. v+ 
Universal ci,cy studi,os, lnc . , 464 e .s . 41 7, 4 37 (l9S4l, and the 
work has subst antial noninfringing uses, ig_._ at 442. Nei ther 
form of liability can be established nere. West does no t: contend 
otl:lerwl se . I t s discussion of Sm.¥, Br . 27 ·28, makes clear tha t. 
West is arguing neither vicarious liabilit.y nor c:ootri.buto.ry 
i nfri ngemeo~. It is argUing that an infr i nging copy e xists on 
tfie CD·ROM. s o che.re -i.s dite¢t , non,.,icarious liabi lity . 
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.wes·t's overbroao a,rgument& and inappropriate aoa1ogies have 

s;teepiog implications for th.e communicat:.i,on of infoTmation .both 

printed and electr9nic . Consider West's hypotllet i cal 'l.iter!lry­

s chola.r who published a "non· chronological arrangement of some 

1000 brief public domain literary works writ.ten ov:e.r severa.l 

centu·:rJ e.s," Br . :24, which., so arranged, told a coherent story. 

West's analysi. s .implies that it would be $nfripgement to publish 

a book containing those 1.000 literary works , toget:.hec with 1000 

others , a.l l in chr-0ncologic.al order, if th·e book also contained an 

appendix noting cilat West's scholar had published an editi on in 

"fhich Number 2;3 came first, follo,.,ed by Number 7S , .an~ ,io fortJ,. 

The user, after all, could cut. out the sc.ories and rearrange them 

in tllat orde:-)0 Bu.t West provides no support !or t .he 

propositi,on that such a publication would infringe. 

Similarly, t.he copy-ri,gh\;. on a vollll'l\e of Shakespeare's, sonnets 

arranged in order of the editor's judgment of esthetic merit 

woul d 1 we assu.me, protect that ori,ginal arrangement , Another 

editor could, without infringing the copyright, copy the· sonnets 

from tha t volume and publish them in a ·different auangeD)e.nt , 

But we understand· West to say that. it would be infringement f or 

the editor of the seoond volWl\e to include an appendix that 

merely tells t he reader the order in which th:e sonnets appear in 

the f irst volume . Anti i{ two prior CO!I\Pilers ha.d each publ i.sl!ed 

2°To be .sure, it would be f ar easier to recreate We.s t.'s 
scholar's arrangement from a CO- ROM than frO!rl a printed hoo.k 
(even one i.n looseleaf format ! . But the ea.se with which the uset: 
can r earrange the materials in a compilation has no bearing on 
whetJ')er t:he compilation is a copy of anotJ:ier to.mpi l.ati·oµ , 
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t)'le sonnets, in order of their separ:a,te , and d if ferent, estimates 

of estheti c ·111eri t, under West's analysis it would apparently 

.i:nfr,inge tbe copyrights on both p:i:i or volUilles for a third 

COll\piler to publ i sh the sonnets .in s ei.11 a different ,orei<ti:: while 

inc:!u.OiPg two appendices, each tel.l;i~ the reader t be ordt:!r in 

whic,h one of the prior volumes had published t..be sonnets . 21 

Agai n , tnere :i:s no euppot:t teer We.sc.·s- view. 

Or .eonsider West 's Nae.ion.a l. Reporter Bl ue Book., which provides 

tables incil·cating tne locacion 1Il West's vcl,umes o f op:!.nions also 

found at part.;l.c:u.lar locatiop,s in official r eport!:!rs, t}l,.1s 

all owing those witb only offic ial citations to f'ind o_?itione in 

West's volumes.ii One could , with the help of tbe Bt:t";" Book, 

rearr.ange the cases in an official report.er t.o Jl!at c,'h t!'t,J i t 

a.i.rapgement iq West'a volumes.. ~s we upderst..n>, West'e .. u:gument, 

only West. may publish sucb tables without ri~kiog infringement 

liability for copying Wesi:;'s v:olames of case- reporc.s , a 

proposition that simply ·cannot l:,Je righc. , lJ 

z1west may respond that describing t.he arrangements in 
appendices would be· fair use . Whether it would l:le fair use 
presents a ·dif,ficult question, perhaps i mpossi ble to r-esolve on 
t .he incotnpl·ete facts of our hypothetical . A brighter-line test 
cban fair use is bt>th preferable and .readily available! one 
co,mpilat.ion does not copy che arrangement. of anotl)er if the 
arrangemencs of t:.lle two are pot SUDBtanti~lly ·slrulla-t:. 

22As West expl ains in t he c:oncext of Supreme Court ·opi'nions , 
·rn thes·e tables is shown a page of the united States Reports 
-where eactl . case begins.1 arranged. in numerical order. Opposite 
this are given the volume and page of the Supreme Cour,t Reporter 
where a ease is found. " National. Reporter Blue Book 1709 {1936) . 

ZlThat. such table.s d Q oot refer to t.he interior pagination 
o! cases is i rrelevant. . Beca·use, we may safel y assume, Wesc has 

< con t.i.nue.d .. • ! 
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Tµdeed, if copyrig1l:t prot.ection tor the arrangen1ent d f a 

c=QmpilatiOD can rest on creative cnoice of a piinciple of 

arrangement (even it that principle can be mechanica.lly 

appli:edi ,-a. West:'s theory of what constitutes t.be copying of 

ax:rangement wou.1d some·times mean that it would be infringement 

(but for fair use consideratiol'!s) tQ take what West call"$ 

"preexiscing tacts" from one source and publish !:hem in a 

different order:i:ng , The result would be, .p:r;;eci'!ilel.y the protecti on 

off.acts t hat Feist rejec ted. 

Tnis pi::obletn arise$ in the foll.01o1irig hypothetical situation, 

Suppose a t'ir.m obtains from ehe 1990 Census of tbe I.Joi ted States 

a l • . . continued) 
not reordered the words and pat'agraphs of the opinions found in 
the, offi,cial reports, sequencing by the tirsc pages wl ll put the 
interior pages into the p:rgper ordet: . 

!t is als.o not signlficant that suob t abl es do not lnclµde 
the c.ext of the opini-ons. Either identitication of the location 
of opinions , in Wes.t's vol\11!\es_ ~opiee; th_e arrangement of 11 ,st.·e . 
vol llil\es <0r lt does not , .If :lt. 2.s not :infring·ement (leav .. ng aside 
fair use considerationsJ to publish the tables themselves , it 
should similarly not be infringement c f West's compilations co 
publish th.e tables as an appendix to a reprint o.f the United 
States Reports. 

z4Post -Feist case law does not i:::esolve whether the 
arrangement of a colnpilation. is pl'otected by copyright if ·that 
~rangem:ent .is pursuant: to a mechanically applied criterion 1 but 
the choice of that cricerion is creative. Feist, however, 
implies that such an arrangement iii protected. Alphabetical 
opdering i s l'l\echanica.l in application, yet the Sv,pre!lle Court, in 
holding tha,t t.he alphabetical ordering of a telephone directory 
waa not protected, t.hOught i t necessary consider the creativity 
inv.olv.ed in i;:hoosing alphabetical ordering, explaining that. the 
choice of a lcpbabetical ordering for a telephone directory "ie an 
age.·old practi ce, .firml y rooted in tradition -and so commonplace 
that ic has come ,to be eJ<I>ected as a matt:ei: of cour.ee. . . • I t 
is not only uno;ri,girtal, it is practically inevita.ble [aocl 
the:t'efoi-eJ d9er. not possess tile mi.nimai creative .spark regllired 
Uy the Cppytigbt. Act ,'' 499 U.S . at 3.€!. 
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di!ta c oocerning eve.ry c ount.y i11 the United scat.es ~ c · ,;,b shes ;; 

compilati on of chose dat ., listing the counties_ 1.n , • ., _ ... , .. ng 

order 'Of one of the included data elements , the p:roporc.ion of che 

population consi.sting 6I' male·.s of ages 18 through 4 0 - S1Jppoe e 

further that t.n,is arrcin·gemenc , which may r est t hose marketing 

products to adult males, meets the Feist t.est of 0, ty and 

.is protected by the firnt's c:opyright ::in t.bt · •at 

Fe.1st, an.o.t her firm may copy all. the dat c0 '- · "'"' the .first fi:art's 

opmpilation, while arranging i t s c 

state and county , It may dog · 

arrangement o'f the first compil a , _ 

the da•ta themselves a.re not , and t h 

· i on a lp~~betically by 

·,n -Chough the 

copyright , 

J co, . _ does not 

"featu;.-e the same .. . arraQgement , ' Feist, 499 _, at }i9 , as 

the first. But the second compilation contains all Che 

i.ntormar,ion a user needs to recrea te the arrangement of the 

first, and so under West'-$ iQterpret.atioo of the copying of an. 

arrangement, creati pn of the second ,compi:l.atipn woul p infringe 

~e i;:o<pr.ight on the first.~ West's posit.ion therefore rnay 

protect the facts themse1 ves in circumstances where Fe.i·st w.ould 

leave them \JQ:p:totecte.d. 

• • • • 
Advances in technoloS'}' have made it easy to re- sort and 

retrieve information at high speed. We have seen, in on- l ine 

' 5To a¥o,id infringing under West's principle , the publisher 
of the second compilation would have to omit. t 'he data concernsi.n9 
the prQpartlon of the popula~ion co nsisting of males of ages 18 
through 40, even thoogh feis.t would allow copying those data. 
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computer searchable databases and i n CD-ROM 11roduccs. new Wo\YS ot 

wo:i.king with the raw materials of legal research· · case repor~s , 

statutes, and other material s that once appeared on1y ui p::-int 

fopn. Ne.ither we nor thl·s Court can predict what new 

technolog.i,c.,_1 developments tlext. y.eu or in t.he next: decade t.13.J.l 

further revolu tionize c.he pract-.ice of l,av and make t.he substance 

o f l.aw .more readi ly availaole to all. By inaking clear the 

limited scope of copy~ight protection. for factual cornph.atioos , 

Fetst. cleared tr.e way for thesae creat.ive devel·opments . 

Protec.ti.pg .in a.ddit.ion the effort r equired to p~oduce a 

compilation would no doubt benefi.t i;l)e owners. of many co111pilation 

copyrig!lts , bu!: t.)lis was apJJarent. to the Supreme Court w.hen i t 

deci ded Feist,. We.st's plea for copyright protection for the 

sweat o f i~s bi:ow comes too lat:e. 
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